The opinion in support of the decision being entered today was not

witten for publication and is not binding precedent of the Board.
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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1 through 14, 16 through 22, 24 through
34, and 36 through 44, which are all of the clains pending in
this application. Cdains 15, 23, and 35 have been cancel ed.

Appel lant's invention relates to a security system which
provi des a visual record of trespassers that approach the
entryway to a building. Wen a detector senses a change in a

scene, such as at the entrance to a building, power is
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supplied to a canera to capture an i mage of the scene, a
portion of the analog signal is converted to digital, and the
image is transmtted to a display at a renote | ocation, such
as a control station. Claim44 is illustrative of the clained
invention, and it reads as foll ows:

44. A process for capturing a scene conprising the
st eps:

detecting a change in a scene, a scene being a visual
perception of objects contained in a predetermned solid
angl e;

converting the scene in which a change is detected into
an anal og el ectrical signal fromwhich a replica of the
ori ginal scene can be obtained; and

converting a portion of the anal og electrical signal into
a sequence of digital sanples representative of a portion of a
single imge of the scene, the remaining portions of the
anal og el ectrical signal not being used.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Bar ber et al. (Barber) 4,361, 730 Nov. 30,
1982
Coutta et al. (Coutta) 4,510, 526 Apr. 09,
1985
Yoshi da 4,566, 123 Jan. 21,
1986
Beaul i er 4,568, 981 Feb. 04,
1986
Keesen et al. (Keesen) 4,807, 033 Feb. 21
1989



Appeal No. 1997-2774
Appl i cation No. 08/080, 471

Onoe et al. (Onoe) 5,151, 693 Sep. 29,
1992

Tanaka 5,382,943 Jan. 17,
1995

John D. Spragins et al., "Tel econmunications: Protocols and

Desi gn", Addi son-\Wsl ey Publishing Conpany (1991), pp. 226-9.
( Spr agi ns)

The Radi o Amat eur's Handbook, 49th Edition, by the
Headquarters Staff of the American Radio Relay League (1972),
p. 635. (Handbook)

Clains 28, 30, 33, and 37 stand rejected under 35 U S. C
§ 112, first paragraph, as being single nmeans clains that are
non- enabl ed by the disclosure.

Clainms 1 through 14, 16 through 22, 24 through 34, and 36
t hrough 44 stand rejected under 35 U.S.C. 8 103 as being
unpat entable. As evidence of obviousness, the exam ner
applies Beaulier and Coutta as to clains 4 and 5 and Tanaka
alone as to clains 2, 6, 9, 43, and 44. For the remaining
clains, the exam ner applies Tanaka in conbination wth:
Yoshida as to clains 1, 8, 27, and 28, Barber as to clains 3,
10, 29, 30, 36, and 37, Keesen as to claim7, Onoe as to claim
11, Onoe and Spragins as to claim 12, Onoe and Handbook as to
claim 13, Coutta as to clains 14, 16, and 34, Coutta and

Barber as to clains 17 and 31 through 33, Coutta and Beaul i er
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as to clainms 18, 19, 38, and 39, Coutta and Onoe as to clains
20 through 22, 24, and 40 through 42, Coutta, Onoe, and
Spragins as to claim25, and Coutta, Onoe, and Handbook as to
cl ai m 26.

Reference is made to the Exam ner's Answer (Paper No. 16,
mai | ed January 16, 1997) for the exam ner's conpl ete reasoning
in support of the rejections, and to appellant's Brief (Paper
No. 15, filed August 21, 1996) for appellant's argunents
t her eagai nst.

OPI NI ON

We have carefully considered the clainms, the applied
prior art references, and the respective positions articul ated
by appellant and the exam ner. As a consequence of our
review, we affirmthe enabl enment rejection of clainms 28, 30,
33, and 37 and reverse the obviousness rejections of clains 1
t hrough 14, 16 through 22, 24 through 34, and 36 through 44.
In other words, we affirmin-part. W also enter a new ground
of rejection using our authority under 37 CFR § 1.196(b).

As to the enabl enent rejection, the exam ner asserts
(Final Rejection, page 2) that "clainms 28, 30, 33, and 37 are
considered to be a [sic] single neans clainfs]." Appellant

4
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contests the rejection, stating that since the clains depend
frommethod clainms having nmultiple steps, each claimnust be
interpreted as an apparatus including a "neans for"
acconplishing each recited step. Wth such an interpretation,
the clains would include multiple neans. Appellant further
refers to section 806.05(e) of the Manual of Patent Exam ning
Procedure (MPEP) as providing approval for such a claim
format. W agree with the exani ner.

According to the MPEP, § 2164.08(a), a single neans claim
is defined as a claimin which "a neans recitati on does not
appear in conbination with another recited el enent of neans,"”
and "is subject to an undue breadth rejection under 35 U. S.C.

112, first paragraph.” The MPEP refers to In re Hyatt, 708

F.2d 712, 714-715, 218 USPQ 195, 197 (Fed. Cr. 1983), wherein
the court expl ai ned,

The | ong-recogni zed problemw th a single neans
claimis that it covers every conceivable nmeans for
achieving the stated result, while the specification
di scl oses at nost only those neans known to the
inventor. See OReilly v. Mrse, 56 U S. 62, 112
(1853). Thus, the claimis properly rejected for
what used to be known as "undue breadth," but has
since been appreciated as being, nore accurately,
based on the first paragraph of 8112..

The final paragraph of 8112 saves conbi nation
clainms drafted using neans-plus-function format from

5
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this problem by providing a construction of that

format narrow enough to avoid the problem of undue

breadth as forbidden by the first paragraph. But no

provi sion saves a claimdrafted in

means- pl us-function format which is not drawn to a

conbi nation, i.e., a single neans claim

In the present case, although clainms 28, 30, 33, and 37
do not recite even a single neans, they are anal ogous to
single means clainms in that they recite neither a specific
structure nor a conbination of neans. |In the absence of any
recitation of structure or nultiple neans, clainms 28, 30, 33,
and 37 are not drawn to a conbination. Thus the clains appear
to cover "every conceivabl e neans for achieving the stated"
met hod, whereas the specification discloses only those |[imted
means or elenments known to the inventor. As to appellant's
proposed interpretation of clains 28, 30, 33, and 37, no neans
is recited, and the structure required for each nethod need
not be clainmed in terns of means-plus-function. Instead, sone
or all of the structure required to performthe nethod
alternatively could be recited as one or nore specific
el enents. In fact, apparatus claiml, which basically

corresponds to nmethod claim 27, is a hybrid type claimwhich

recites a canera (a specific elenent) for acconplishing the
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step of converting the scene into analog and a "neans for"
acconpl i shing each other step recited in the nethod.
Consequently, we agree with the exam ner that the scope of
clainms 28, 30, 33, and 37 is not enabled by the specification,
and we sustain the examner's rejection under 35 U S.C. § 112,
first paragraph.?

Clains 2, 6, 9, 43, and 44 were rejected as being
unpat ent abl e over Tanaka. C aim6 includes, in pertinent
part, "a means for capturing a single inmage of a scene" and "a
menory for storing the sequence of integers representing the

captured scene." As to the capturing neans, appellant invokes

In re Donaldson Co., 16 F.3d 1189, 29 USPQ2d 1845 (Fed. Cr
1994), and anal yzes the claimin accordance therewith.? 1In
ot her words, appellant specifically lists the elenents

di scl osed which correspond to the clainmed neans and i ndi cates
that el enents | acking counterparts in Tanaka incl ude

m croprocessor 15, sync separator 29, gate 31, D flip-flop 35,

1w should note that the section of the MPEP referenced by appell ant

relates to restriction practice and not to the single nmeans rejection.
Accordingly, that section does not control our decision concerning the single
nmeans issue.

2 An analysis of neans-plus-function el ements according to |n re
Donal dson Co. will hereafter be referred to as a Donal dson anal ysi s.

7
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NAND gates 37, 39, and counter 41. The exam ner responds
(Answer, page 10) that "Tanaka would inherently contain a
m croprocessor and counter or equival ent el enments because it
is performng the sane function.”

The sixth paragraph of 35 U.S.C. 8§ 112 states that a
cl ai m expressed as a neans for performng a specified function
W thout reciting a structure or material will be construed to
cover the corresponding structure or material described in the
specification and its equivalents. The test for determ ning
equi val ence under the sixth paragraph of section 112 is
whet her the differences with respect to the structure
di sclosed in the specification are insubstantial, yet the

function is identical. See, for exanple, Al-Site Corp. v. VS

International Inc., 174 F.3d 1308, 1316, 50 USPQ@2d 1161, 1165

and 1168 (Fed. G r. 1999). The examner has failed to

i ndicate any particular elenents in Tanaka that correspond to
the very specific ones disclosed by appellant and listed in
the Brief for the capturing neans. Consequently, we find that
Tanaka does not disclose a structure with insubstanti al

differences from or, rather, an equivalent structure within
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35 U.S.C. §8 112, sixth paragraph, to that disclosed for the
capturing neans.

Furt hernore, regarding the nenory, appellant argues
(Brief, page 37) that Tanaka neither discloses a nenory nor
requires a nmenory, since the digitized television signal is
i mredi ately transmitted to another |ocation. The exam ner, on
t he ot her hand, contends (Answer, page 11) that nmenory devices
are well-known in the art for tenporarily storing information
to be processed and "would normally be an inherent feature."
Al t hough the examiner's rationale for including a nenory is
reasonable, it appears to be based on nere conjecture, as the
inclusion of a menory is not suggested by the reference. In
re Warner, 154 USPQ 173, 177 (CCPA 1967). Accordingly, the

exam ner has failed to establish a prinma facie case of

obvi ousness, and we cannot sustain the rejection of claimb®6.
Clainms 9, 43, and 44 each recite a nmeans for or step of

converting a portion of the image viewed by the tel evision

canmera into a sequence of integers, with "the remaining

portions of the analog electrical signal not being used."

Appel l ant (Brief, pages 45-6) points to A/D converter 25,

m croprocessor 15, sync separator 29, gate 31, D flip-flop 35,

9



Appeal No. 1997-2774
Appl i cation No. 08/080, 471

NAND gates 37 and 39, and counter 41 in the specification as
corresponding to the clained neans of clainms 9 and 43. These
el ements are the sane as those for which we found above no
equi val ent in Tanaka. Further, nothing in Tanaka indicates
that only a portion of the signal is converted, with the rest
of the signal not being used, as is required by all three
clainms. Consequently, we reverse the rejection of clains 9,
43, and 44.

Claim2 includes a "neans for saving power, said power
savi ng nmeans supplying power to the scene converting neans
only ... until the sequence of digital sanples representative
of a portion of a single imge of the scene has been
obtained." Although the scene converting nmeans nust be turned
of f eventual |y, Tanaka, as pointed out by appellant (Brief,
page 49), does not indicate how or when his devices are turned
of f once they are turned on. The exam ner asserts (Final
Rej ection, page 7) that it would have been obvious to apply
power only during the conversion of the signal fromanalog to
digital, "since power during any other tinme would not be
necessary thereby conserving power." The exam ner then
contends (Answer, page 11) that Tanaka "contai ns equi val ent

10
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el emrents because the reference perforns the sane function as
clainmed."

We find no suggestion in Tanaka that the same function is
performed, as Tanaka makes no nention of turning off the
vari ous devices, and, thus, we find no such equival ent
el enents. Further, as to the obviousness of |limting the tine
during which power is supplied, the prior art conpletely |acks
a teaching or suggestion as to how and why to do so.
Therefore, we cannot sustain the rejection of claim?2.

Clainms 7, 8, and 10 through 13 all depend from cl ai m 6,
and therefore include the sane |imtations noted above as
| acki ng from Tanaka. The exam ner conbi nes Tanaka w th Keesen
(for claim7), Yoshida (for claim8), Barber (for claim10),
Onoe (for claim11l), Onoe and Spragins (for claim12), and
Onoe and Handbook (for claim 13), but none of the additional
references cures the deficiencies of Tanaka detail ed above in
the di scussion of the rejection of claim6. Consequently, we
cannot sustain the rejections of clainms 7, 8, and 10 through
13.

Clainms 1, 27, and 28 include a neans for or step of
converting a portion of the signal and discarding the

11
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remai nder of the signal, simlar to clains 9, 43, and 44.
Al t hough the exam ner conbi nes Tanaka with Yoshida to reject
claims 1, 27, and 28, Yoshida fails to overcone the above-
not ed deficiency of Tanaka. Therefore, we nust reverse the
rejection of clainms 1, 27, and 28.
Regarding clainms 3, 29, and 30, the exam ner (Final
Rej ection, page 8) nanes as a neans for detecting a first
event Tanaka's sensor 4, but admts that Tanaka fails to
di scl ose the cl ai mred second event. The exam ner contends,
however, that
every security system should include an on/off
switch for turning off the systemwhen it is not
needed. Therefore, if the second event (turning the
system of f) does not occur, then the security system
woul d continue to operate. Therefore, it would have
been obvious to one skilled in the art to nodify
Tanaka to have an on/off switch to turn off the
system when it is not needed.
The exam ner further applies Barber for a teaching of a del ay
for sending the alarmcode to a renote | ocation.
As argued by appellant (Brief, page 62), if the second
event is assumed to be turning off the system as proposed by

the exam ner, then the "neans for identifying a first event

that occurs ... after" the second event occurs woul d have no

12
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power when it is supposed to be performng its function of
identifying the first event. Barber does not remedy this
defect. Furthernore, in accordance with appellant's Donal dson
anal ysis (Brief, page 63), we find that the exam ner's on/off
switch is not equivalent to the disclosed indicators of second
events and therefore fails to neet the clainmed "neans for
identifying." The examner's only response in the answer
(page 13) is that "[t] he references show equival ent el enents
performng the sanme functions as clainmed." However, as
illustrated by appellant, the elenents of the references do
not performthe sane function, and, thus, the references do
not show equi val ent el enents. Therefore, we cannot sustain
the rejection of clains 3, 29, and 30.

Claim4 recites, in pertinent part, "a neans for
augnenting the received digital sanples with a plurality of
augnenting digital sanples representing augnenting data
whereby the resulting sequence of digital sanples can be
converted to an electrical signal.” The exam ner states
(Final Rejection, page 9) that Beaulier discloses "a neans
(32, 34,50,52) for augnenting the received digital sanples
(background frame which is the digital data of the scene) with

13
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a plurality of augnenting digital sanples representing
augnenting data (caption frame) whereby the resulting sequence
of digital sanples (col. 5, lines 17-21) can be converted to
an electrical signal.” The exam ner conbines Coutta with
Beaulier for a suggestion to use tine data for the caption
frane.

Appel  ant argues (Brief, page 65) that Beaulier m xes the
background and caption inmages to forma conposite inage,
wher eas appel | ant keeps the two sets of data distinct for
separate display. Appellant further explains, as part of a
Donal dson analysis (Brief, pages 66-7), that his neans for
augnenting the data i nvolves a separate conversion of the tine
data and the scene data into separate arrays of integers
stored in adjacent regions of the sane nenory. Appell ant
di scl oses (Specification, page 13, lines 6-7) that the serial
bit streamrepresenting the inage is "augnented at the end by
digital codes that specify the date and tinme of arrival.” |In
contradi stinction to appellant's method, Beaulier supplies
bot h background and caption data to a keyer 52 which "m xes
t he background and caption i nages to generate video data
defining a conposite image frame which is communicated to

14
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background franme store 34" (see colum 5, lines 17-20).
Beaulier further reveals (colum 5, lines 43-48) that keyer 52
is used "to mx the [background] inage [from background franme
store 34] with a caption stored by caption franme store 32, and
then to return the single still franme conposite m xed i mage to
background franme store 34."

The exam ner insists (Answer, page 13) that Beaulier's
keyer 52, which m xes the two types of data, "reads on ... 'a
means for augnenting ....'" However, keyer 52 does not have

the sane function as the disclosed elenents for appellant's

claimed neans, as required by In re Donaldson Co., as it m xes
the image and caption data to forma new conposite inage

rat her than augnenting, or adding to, the digital inmage data
wherein the two types of data remain distinct. Furthernore,
Coutta fails to cure Beaulier's deficiency, since Coutta

di scl oses (colum 4, l|lines 47-52) conbining the canmera out put
(which is an anal og signal) and the date/tinme generator output
using a video m xer, and there is no evidence of record that
conbi ni ng anal og vi deo signals has correspondi ng structure to
that used for processing digital signals. Thus, neither

ref erence suggests any structure which could be construed as
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equi val ent to appellant's disclosed "neans for augnenting the

received digital sanples.” Accordingly, we cannot sustain the
rejection of claim4 and its dependent,
cl aim 5.

Claim3l is the nethod equivalent of claim4. Thus,
claim 31 includes a step of "augnenting the received digital
sanples with a plurality of digital sanples representing
augnenti ng data whereby the resulting sequence of digital
sanpl es can be converted to an electrical signal." The
exam ner conbi nes Tanaka, Coutta, and Beaulier to reject the
claim Tanaka does not disclose any augnenting data of any
sort. Thus, the examiner relies on Coutta and Beaulier for
t he augnentation step. As indicated above, neither Coutta nor
Beaul i er teaches augnenting digital sanples as clained.
Therefore, we cannot sustain the rejection of claim31 and its
dependents, clains 32 and 33.

Claim 14 includes a neans for generating an electrical
signal fromthe sequence of integers representing the scene
and the tine at which the sequence was received. Although the
rejection invol ves Tanaka and Coutta, as indicated above,

Tanaka does not disclose any tinme data. Thus, the rejection

16
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relies only upon Coutta for the |last neans of claim 14 (the
means for generating the electrical signal). Appellant
(Brief, pages 84-6) engages in a Donaldson analysis for the
cl aimed neans in which he points out that the video m xer of
Coutta generates a signal fromtwo anal og signals, which
differs fromappellant's generation of a signal fromtwo
digital signals. Further, appellant clearly discloses that
the serial bit streamrepresenting the image is "augnented at
the end by digital codes that specify the date and tine of

arrival,"” which differs froma m xture of anal og signals.
Thus, as both the nmethods of generating a signal and the
signal generated differ, we find the "neans" for generating
the signal likewi se is not an equivalent under 35 U S.C. 8§
112, sixth paragraph. Consequently, we reverse the rejection
of claim 14.

Al so, clainms 16 through 22 and 24 through 26 all depend
fromclaim14 and thus include the same limtation found
| acki ng from Tanaka and Coutta. Further, none of the

additional references used in the rejections of these clains

cure the deficiencies of Tanaka and Coutta. Accordingly, we

17
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reverse the rejection of clains 16 through 22 and 24 through
26.

Claim34 is the nethod equivalent of claim 14 and thus
i ncludes a step of generating a signal which corresponds to
the nmeans recited at the end of claim1l4. W have al ready
determ ned that appellant's generation of an electrical signal
froma sequence of integers representing the imge and the
time at which the sequence was received differs fromCoutta's
video m xing of two anal og signals representing the i mage and
the tine, respectively. Therefore, we cannot sustain the
rejection of claim 34.

Clainms 36 through 42 all depend fromclaim34 and thus
i nclude the sanme nethod step | acking from Tanaka and Coutt a.
Si nce none of the additional references applied against these
dependent cl ai ns overcone the above-noted deficiency, we
cannot sustain the rejection of clains 36 through 42.

We nmake the follow ng new ground of rejection under
37 CFR 8 1.196(b). dains 28, 30, 33, 37, and 43 are rejected
under 35 U.S.C. 8§ 112, second paragraph as bei ng vague and

i ndefinite.

18
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As stated in In re Borkowski, 422 F.2d 904, 909, 164 USPQ

642, 645-46 (CCPA 1970), and reproduced in In re Hyatt, 708

F.2d at 715, 218 USPQ at 197 (footnotes omtted):

The first sentence of the second paragraph of 8§112

is essentially a requirenment for precision and

definiteness of claimlanguage. |If the scope of

subj ect matter enbraced by a claimis clear, and if

t he applicant has not otherw se indicated that he

intends the claimto be of a different scope, then

the claimdoes particularly point out and distinctly

clai mthe subject nmatter which the applicant regards

as his invention.
This suggests that if the scope of a claimis not clear, then
a rejection under the second paragraph of 35 U S.C. § 112 is
proper. W have sustained the rejection under the first
paragraph of 35 U.S.C. 8§ 112, as the disclosure is not
commensurate in scope with the subject matter we believe to be
enconpassed by the clains. However, we also find the scope of
the clains to be unclear in that we are unable to determ ne
the netes and bounds of the clains fromthe | anguage thereof.

The purpose of the second paragraph of §8 112 is to

basically insure, with a reasonabl e degree of particularity,

an adequate notification of the netes and bounds of what is

being clainmed. See In re Hammack, 427 F.2d 1378, 1382, 166
USPQ 204, 208 (CCPA 1970). Wen viewed in light of this

19
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authority, since no structure is explicitly recited, the

| anguage of the clains does not insure with any degree of
particularity an adequate notification of the nmetes and
bounds. More specifically, it is unclear whether the clains
are to be interpreted as conbination clains including a neans
for acconplishing each step, as asserted by appellant, or

whet her the clainms are to enconpass all structures capabl e of
acconplishing the steps of the methods from which they depend.
Accordingly, clainms 28, 30, 33, and 37 are vague and
indefinite as well as non-enabl ed by the disclosure.

Also, inline 7 of claim43, both "the scene captured"
and "the television canera” |ack antecedent basis in the
claim as there is no prior indication in the claimthat a
scene is captured nor is there any prior recitation of a
tel evision canmera. Accordingly, claim43 is vague and
i ndefinite.

CONCLUSI ON

In summary, the decision of the exam ner rejecting clains
28, 30, 33, and 37 under 35 U.S.C. § 112, first paragraph is
affirnmed, and the decision of the exam ner rejecting clainms 1

t hrough 14, 16 through 22, 24 through 34, and 36 through 44
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under 35 U.S.C. 8 103 is reversed. Accordingly, the decision
of the exam ner rejecting clains 1 through 14, 16 through 22,
24 through 34, and 36 through 44 is affirned-in-part. A new
ground of rejection of clains 28, 30, 33, 37, and 43 under 35
U S C 8§ 112, second paragraph has been added pursuant to
provi sions of 37 CFR § 1.196(b).

In addition to affirmng the exam ner’s rejection of one
or nore clains, this decision contains a new ground of
rejection pursuant to 37 CFR 8 1. 196(b) (anended effective Dec.
1, 1997, by final rule notice, 62 Fed. Reg. 53,131, 53,197
(Qct. 10, 1997), 1203 Of. Gaz. Pat. & Trademark O fice 63,
122 (Oct. 21, 1997)). 37 CFR 8§ 1.196(b) provides, "A new
ground of rejection shall not be considered final for purposes
of judicial review"

Regarding any affirmed rejection, 37 CFR § 1.197(b)
provi des:

(b) Appellants may file a single request for

rehearing within two nonths fromthe date of the

ori ginal decision

37 CFR 8 1.196(b) al so provides that the appell ant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the followng two options wth respect to the new
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ground of rejection to avoid term nation of proceedings (37
CFR § 1.197(c)) as to the rejected clains:
(1) Submt an appropriate anendnent of the

claims so rejected or a showing of facts relating to

the clains so rejected, or both, and have the matter

reconsi dered by the exam ner, in which event the

application will be remanded to the exam ner.
(2) Request that the application be reheard

under 8 1.197(b) by the Board of Patent Appeals and

I nterferences upon the same record.

Shoul d the appellants el ect to prosecute further before
the Primary Exam ner pursuant to 37 CFR 8§ 1.196(b)(1), in
order to preserve the right to seek review under 35 U S.C. 88
141 or 145 with respect to the affirnmed rejection, the
effective date of the affirmance is deferred until concl usion
of the prosecution before the exam ner unless, as a nere
incident to the limted prosecution, the affirmed rejection is
over cone.

| f the appellants el ect prosecution before the exan ner
and this does not result in allowance of the application,
abandonnment or a second appeal, this case should be returned
to the Board of Patent Appeals and Interferences for final
action on the affirnmed rejection, including any tinmely request

for reconsi deration thereof.
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART
37 CFR § 1.196(b)

ANl TA PELLMAN GRCSS
Adm ni strative Patent Judge

JAVES D. THOVAS )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
JERRY SM TH ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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ROBERT E. MALM
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